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1) 

Rights to reproduce and distribute "Ripper."

Although Giles transferred "all rights, titles and interests," both S. 203 and S. 304 (provisions 

covering termination of transfers) state that the  right to terminate isn't affected by an agreement 

to the contrary.  Since this was first protected after '64, renewal was automatic and this is not an 

issue (becuase of the 1992 automatic renewal).  Mutant enemy holds the copyrights to "Wish I 

Could Stay" as a musical work and sound recording (likewise for the other songs on "Ripper).  

Under 304(c) (applied b/c the transfer was made before 1/1/78), Giles will not be eligible to send 

a notice of termination until April 2016- April 2029.  Consequently, his notice of termination in 

2003 is meaningless for these copyrights.  Giles (or his heirs) could then terminate his transfer b/t 

April 2026- April 2031, assuming his notice of termination was no earlier than 10 years from the 

termination date and no sooner than 2 years from it.  Should he fail to take advantage of 304(c), 

304(d) will be available further down the road.  Termination may take place b/t April 2045 - 

April 2050 (subject to same notice requirements).  Notice could be given b/t April 2035- April 

2048.

Rights to distribute and reproduce Ethan Rayne's cover art for Ripper.

This was published in 1960.  Rayne was allowed to transfer his renewal interest and because he 

was still alive in 1988, his transfer of renewal rights became effective.  The problem doesn't state 

whether this work was renewed by Mutant enemy.
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If it was not renewed, than the work passed into the public domain.  This is an ideal outcome for 

Mutant Enemy because they are free to reproduce and distribute it as they wish.

If it was renewed, termination of transfer provisions still apply.  Rayne would then have 

opportunities to terminate his transfer under 304 (c) and 304(d).  To transfer under 304(c), Rayne 

would have to file notice of termination b/t 2006 and 2019 in order to terminate the transfer 

during the 5 year window (2016-2021), assuming his notice of termination was no earlier than 10 

years from the termination date and no sooner than 2 years from it.  If he misses this opportunity, 

he could try again years later under 304 (d) (demonstrated above).

Rights to "Don't Speak Latin..." including additional recording of "Wish I could stay":

Mutant enemy already has the rights to musical work for "Wish I could stay" until time stated 

from the "Ripper" analysis above.  These rights don't change because the song has been 

rerecorded.  

There are, however, new rights in "Wish's" new sound recording (as well as both new musical 

works rights and sound recording rights for the other songs on the album).  These rights can be 

terminated by Giles under 304 (C), b/t April 2029 - April 2034 (Subject to the notice 

requirements stated above).  Notice could be given b/t April 2019 and April 2032.  304 (d) also 

would apply further down the road (example of it being applied is shown above).
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Rights to Rayne photograph used in "Don't Speak Latin..."

Then analysis is the same as that used for his "Ripper" photograph only here, renewal was 

automatic so there's no question that Mutant Enemy still holds the rights to this photo.  It is 

automatic because it was first published after 1964.  This date is important because 28 years later 

(1992), Congress passed the copyright renewal act.  Therefore works published after that date are 

automatically renewed.  Under 304(c) and (d), Rayne can still terminate his transfer.  He can 

terminate his transfer under 304(c) b/t 2026-2031, provided he gives notice during the period 

2016 and 2039 (and waits no more than 10 years to terminate after notice, and terminates no 

sooner than 2 years after notice).  If he misses this chance, he can try 304(d) down the road (see 

above).

Wish I Could Stay for Album "Kiss the Librarian"

If the recording is a work for higher, termination provisions don't apply and Mutant Enemy 

would be in no danger of losing the copyright.  Since Giles is not an employee, however, and 

sound recordings are not on the listed of works for hire in 101, it's likely they are not works for 

hire (although software is not listed and is considered a work for hire).

Note, Mutant Enemy already owns the musical works rights to "Wish I could Stay" based on the 

provisions stated for "Ripper."  The rights being discussed hear are for the sound recording for 

this new performance of "Wish."  (any new songs get musical works rights though)
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Assuming this is not a work for hire, Giles has termination rights under S. 203.  Since the 

transfer took place in Feb 1978, Rupert can terminate b/t Feb 2013 - Feb. 2018 (provided he 

waits no more than 10 years and no less than two years after notice).  He can file notice between 

Feb.  2003 - Feb. 2006.  Consequently, the notice Giles filed in Deceber is valid and he can 

terminate his transfer as early as Dec. 2013.

Rights to Wish I could stay and "Rupert Giles Sings Live"

Musical works rights ot Wish I could stay are still held till time stated from "Ripper" analysis.

This work may not be protected at all and may be in the public domain.  If during Giles' 

performance, the concert was not being transmitted, then the work is not fixed and therefore isn't 

copyrightable (work must be fixed under 102(a)).  The narrow exception was created by 

Congress to protect works that are being transmitted (in the definition of "fixed" in S. 101) and 

does not apply to works in concert that aren't transmitted, even if they have the author's consent.  

One could argue that a recording during the concert satisfies the first sentence in the definition of 

"fixed", but this is likely unpersuasive.  Mutant Enemy could then use the work as it pleased but 

so could anyone else (subject to the constraint that the musical works to "Wish" are still held by 

Mutant Enemy.

If the work was transmitted simultaneously transmitted, than the work is copyrightable and 
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termination of transfer provisions apply.  In this case there would be a new copyrighted sound 

recording in Wish I Could Stay.  S. 203 would apply.  Giles could terminate b/t Feb. 2017 -Feb. 

2022 (subject to the same notice constraints as above).  Notice could be filed between Feb. 2007 

-Feb. 2020.  

Rights to the Dingoes' "Wish I could Stay":

The Dingoes only need the musical works rights for "Wish I could Stay", not the rights to the 

sound recordings (because there is no general performance right in sound recordings S. 106(6)).  

Currently, Mutant Enemy holds these rights.  Even if Mutant loses the rights through termination 

of transfer, they can get a compulsory license to reproduce the musical work (under S. 115 ) 

(although obtaining the rights from Harry Fox, if he has them, might be preferred to a 

compulsory license in case there is some sort of implied warranty involved).  If radio stations 

sought to play the song, they could obtain the performance righs to the musical work from a 

CRO.

                              --------------------------------------------------

Question #1 Final Word Count = 1179
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2) 

The plaintiffs in this case will charge that Talon is a direct infringer, violating a number 

of their exclusive rights under S. 106.  The claim of direct infringement (from 

selling/displaying/distributing) potentially infringing reproductions finds support in S. 501 as part 

of the strict liability statute and in Netcom.  In Netcom, the court finessed it's way around finding 

liability, arguing the defendants lacked volition (because copies were made automatically).  No 

such distinction is present here (there is no RAM like automation) and therefore it is a legitimate 

claim in light of the strict liability language in 501.  

Tippet's darth maul painting would likely not constitute a copyrightable original work.  

As stated in ERG, when determining originality, the test when the underlying work (Maul) is in 

under copyright is that (1) the difference has to be more than trivial and (2) it can't effect the 

underlying copyright.  Here, the changes made from the original copyrighted work are solely the 

result of functional constraints inherent to face painting (similar to Batlin), not artistic choices.  

Creativity here is even less than in ERG, where the artist had to envision what two dimensional 

characters might look like from all angles.  Tippet will argue this distinction violates Bleistein's 

non-discrimination principle, but because this could potentially be a derivative work we are 

wary.  Granting Tippet a copyright would give the first creator of a derivative work a de facto 

monopoly on subsequent derivative works. This would hamper Lucasfilm's ability to license face 

painting to other artists decreasing the value of its copyright, decreasing incentive to create.  

ID: 5536 Copyright_Tushnet Tushnet

Page 1 of 13



Tippet's original design should be found copyrightable.  While Talon will argue that these 

lines and colors are merely things already in the public domain, this is unpersuasive in light of 

the low standards for originality set forth in Feist regarding compilations.  There, the court found 

that copyrightability is in the originality and composition of the arrangment.  This design is 

analogous to the display in Atari Games v. Oman, where the court found that although geometric 

shapes are not copyrighable, Feist's approach to the work as a whole found originality (see also, 

total concept and feel under Roth).  To complete his prima facie case, Tippet argues infringement 

of several of his 106 rights.

Chloe flat out reproduced the work (copying-in-fact) and there will be substantial 

similarity because it was a photograph of the work.  This satisfies the standard of demonstrating 

an infringing reproduction (106(1)).  

Tippet's derivative work right appears to be infringed but is not in this instance.  Although

a copyright owner should have a right to photographs of his work (see lucasfilm analysis below), 

in this case, Tippet does not because of market failures involving this work (explained in fair use 

analysis).

Tippet also has a claim that Talon has violated his display rights.  This seems analogus to 

Ringgold v. BET, because Tippet's work is displayed in public by Talon without her 

authorization.  This is consistent with the defintion of an infringing display under S. 101.

Tippet can also claim that his exclusive distribution rights are violated (106(3)).  This 

goes hand and hand with the reproduction right and is violated here.

The Talon will raise a fair use defense (107).    In fair use, the first and fourth factors 
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determine the outcome.

The first factor is the purpose and character of the use.  This use is commercial which 

weighs against Talon (Harper).  Talon will argue, however,  that this factor is in its favor 

because they are parodying Tippet's character.  But the parody (as explained below) is of 

Nighthawks, not of face paintings.  Sullivan was inspired to take the picture because of Hopper's 

work.  That Tippet's work happened to be there is simply incidental.  

The second factor concerns the nature of the copyrighted work.    The work here is not 

factual, and therefore is entitled to more protection than it would otherwise have, but this factor 

is generally treated as insignificant (Campbell).

The third factor is the amount of the work used.  Here the entire character is replicated 

but this is likewise unimportant.

The fourth factor is the effect on the market.  This leads us to a circularity argument.  

Talon will claim that Tippet is illogical to argue that he is losing money because Talon could be 

paying him (Texaco dissent).  Tippet will claim that a market can never develop if Talon can 

copy for free (Texaco, MDS).    Talon has the superior argument however, because high 

transaction costs make the development of this market highly unlikely.  Since we must treat this 

factor as if it is happening on a wide scale, we see that Tippet cannot serve this market.   As a 

local face painter, he probably lacks a licensing clearinghouse like CCC (in Texaco, MDS) that 

could facilitate his negotations with numerous manufacturers of derivative products.  Though this 

isn't directly analogous to the MDS dissent (because the public externalities not calculated in 

price are not nearly as significant here), the court should hold this way because no organization 

like an AFSCAP is going to emerge to facilitate these transactions.  
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Like MDS, the fair use analysis for Tippet should weigh the fourth factor heavily and in 

this case, it would lead to not finding infringement (opposite of holding in MDS).  Allowing fair 

use here enables the public to take advantage of this expression and capture some of the suprlus 

from Tippet's and Chloe's works. 

Talon will argue that Lucasfilm does not have a copyright in this character.  They will 

maintain that because Darth Maul is outside of the context of Star Wars movies, he no longer 

warrants protection.  Cases seem to have shown that there is a lower bar for obtaining protection 

of graphic/visible characters than literary ones (James Bond compared to Sam Spade).  

Furthermore, in Rocky, the court recognized that the film characters had a copyright outside of 

the films.  A character like Darth Maul should be protected under S. 102 as an audiovisual work; 

he is instantly recognizable from his films.

The court should find that reproduction and display rights are infringed for the same 

reasoning as stated above.  Lucasfilm, however, has a stonger case for an infringed derivative 

work right.

The reproduction right often overlaps with the derivative works right (106(2)).  Chloe's 

photograph reproduces Darth Maul in a comical setting.  This is similar to Castle Rock, where 

the court determined that the SAT filled a niche that could be developed by Castle Rock.  A 

counter argument is that the SAT took only from Seinfeld while this takes from several sources, 

but this niche is nevertheless one Lucasfilm could develop.  To make this determination, a court 

should look at whether there is a moral rights interest and whether there is an intnerest in 
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exploiting all markets.  Although Berne isn't self-executing in the US, it is sound policy to adhere 

to this treaty and protect these rigths when signficant 1st amendment issues are not at stake (as 

explained above regarding Tippet, this is not a parody of Darth Maul), and Gilliam suggests the 

derivative works right protects moral rights.  It is Lucasfilm's perogative whether it wants Darth 

in an absurd setting - doing so may offend its sensibilities or dilute the interest in its product.  

Lucasfilm already produces items similar to the Talon's and rival mousepads with his image may 

cut into sales to the star wars fan base. The breadth of the reproduction and derivative works 

rights was designed to increase incentives for creators because they can control profits from 

markets directly related to their work (like photographs).

Lucasfilm can also claim that his exclusive distribution rights (106(3)) are violated.  This 

goes hand and hand with the reproduction right and is violated here.

The Talon will raise a fair use defense.  

The first three factors are identical to the analysis used for Tippet, above.

The fourth factor, the effect on markets, also weighs against Talon.  This is somewhat 

similar to the reasons why the court should find the derivative works violated.  Assuming a star 

wars fan wants only one mousepad with his favorite character, Talon's products will likely cut 

into Lucasfilm's market for derivative works 

Fair use fails here and therefore Talon infringes Lucasfilm's S. 106 rights but the remedy 

should be a compulsory license, not an injunction.  This is the best approach because this is a 

derivative work with original, non-infringing content. Granting an injunction would give 
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Lucasfilm a monopoly that would allow it to block the original content added by Chloe.  This 

should be avoided (Stewart v. Abend).  Lucasfilm might argue that this decreases their economic 

incentives to create but they will be paid for the use.  This outcome is fairest to the public.  They 

don't risk having the new creation taken away (progress isn't blocked) but they must determine if 

they're willing to pay for the copyrighted image.   An argument against this is that the availability 

of compulsory license will lead courts to find fair use less than they otherwise would have, and 

the corresponding increase in costs will decrease production.  This is not neccessarily the case, 

however.  In Sony, the 9th circuit found infringement and concluded a compulsory license was 

necessary, but despite this option, the Supreme Court reversed and found fair use.

Desiree Atkins will charge that Talon has violated her right of publicity.  Her 

recognizable persona as a successful model and medical miracle is a valuable commodity that has

been used without her permission for commercial gain.  Talon will counter, however, that this 

claim is preempted under 301, stating that (1) the image is fixed in a tangible form and as a 

pictorial work (102) is within the subject matter of copyright and (2) the publicity right claimed 

by Desiree is equivalent to a copyright owner's right.   This argument should fail, however, 

assuming Desiree is known as a personality beyond simply the image of her face.  Desire's 

persona is not a copyrightable work and therefore, an extra element exists that is not equivalent 

to copyright law.  While Talon will claim that you're interfering with a photographer's right to 

show his (arguably) copyrightable work, that doesn't change the fact that persona and copyright 

are distinct interests (Surfer case) and Desiree's right to her persona is specifically not limited 
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under 301(b)(1) because it is not fixed in a tangible medium. 

The right of publicity, however, should be subject to copyright's limiting doctrines, 

specifically fair sue as well as first amendment concerns.  This argument has support in the 

White dissent, as Kozinski says ignoring this destroys the federal copyright scheme.  Applying 

fair use to this claim will prevent Desiree from blocking substantial original content and free 

speech is crucial to maintaining our culture (White dissent).  A fair use analysis would find the 

publicity claim fails because of considerations very similar to those of Lucasfilm (she already 

licenses her image for pictures) but for reasons already explained, a compulsory license should be 

the remedy.

      

Bryce will claim that her 106 rights infringed as well, arguing that Ms. Atkins' face is her 

work.  Looking at S. 102, the only possible textual basis for this argument would be to consider 

plastic surgery a sculptural work and this can't be sustained.  Granting Bryce a copyright would 

essentially give her a monopoly over her patients images.  Anytime one wanted to be on film, 

they would need to Bryce's permission.  Humanitarian problems aside, the transaction costs 

would be astounding. Bryce might argue that there is artistry involved and that attractive features 

can be conceptually seperated from standard surgery, but even if this is true, courts are rightfully 

reluctant to extend protection when there are a minimal number of variations as there would be 

with noses, foreheads, etc. (Baker).  

The Hopper estate will argue that it's reproduction right and derivative work rights have 
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been infringed.  Their prima facie case begins by showing that copying-in-fact has taken place.  

This seems obvious here (Chloe admits that the setting made her think of nighthawks) .  The 

issue, then, is whether Chloe's photograph was substantially similar such that the copying rose to 

the level of infringement.  Based on decisions in other circuits and the relevant policy factors, it 

does.  The trend in this analysis is for computer programs to be subject to dissection/filtering 

while for other works to rely on some combination of a reasonable observer/ dissection/ total 

concept and feel approach.  Since we've assumed copying has taken place, Krofft's test is a 

logical approach.  Under this, we see that there is substantial similarity to an ordinary observer 

even after uncopyrigtable elements are removed (style and overall perspective remain). 

Talon will argue that a style cannot be copyrighted, because this would allow an artist to 

copyright something like expressionism and lock up an entire genre. Talon can point to the 

Jewel Bee decision as one in which the  dissection test is applied outside the computer setting.  A 

slew of copyright cases from Bleistein to Steinberg, however, have recognized that choice of 

perspective, lay out, etc. create an overall concept and feel (similar to Roth) that can be infringed. 

Talon's approach also violates Bleistein's nondiscrimination principle, putting judges in the 

position of having to determine artistic worth of copyrightable elements and works.  The most 

effective analysis is to view these works as compilations (as is done implicitly in Roth).  Talon 

will argue that a corner resteraunt and its requisite patrons are scene a faire, but together they 

amount to an infringment of a protected expression (and in this case, a very well known one).  

Hopper will also claim that this violates his derivative works right.  This is not the case, 

however.  Certain transformations are not within the copyright owner's rights.   A critical parody 

falls in this category because it's unlikely to be licensed for this use.
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Talon may raise the defense of fair use 

Regarding the first factor, here, the work is commercial, which is disfavored, but as the 

Campbell court observes, if it is transformative this factor can still work it the defendant's favor.  

Though not mentioned in S. 107, the "transformativeness" of a work has become a central issue 

in fair use defenses.  Like Campbell, the defense here has created (arguably) a parody.  Chloe has 

replaced the iconic 40's character's of Nighthawks, wallowing in their loneliness, with a pop 

culture icon and a miracle of modern science.  This jarring change seems to mock the solemn 

resignation of the original while commenting on the state of today's society.  As parody is 

favored because of 1st amendment considerations, this factor weighs in Talon's favor.

The second and third factors are generally unimportant as explained above.  Again, the 

second factor is non-factual and therfore weighs against the plaintiff and regarding the third 

factor, here the defendant took the positioning and style of the original work.  

Concerning the fourth factor, we look at the defendant's work's affect on the market.  In 

doing so, we must consider it as if it was widespread.  In Campbell, the court determined Orbison 

had no right to the parodic version but remanded to see if 2Live's parody infringed on a potential 

market for a rap version of Pretty Woman.  There is no analogous issue in this case.

Because factors one and four weigh in the defendant's favor, this use should not be 

considered infringing.  Plaintiff will cite Castle Rock, arguing that you can't take a market away 

from them but fair use is necessary here because of a market failure.  Hopper is unlikely to 

license a work criticizing his piece and therefore transactions that should take place economically 

are foregone.  For this reason, offensive and critical items (Mattel) often are found to be fair uses. 
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The defendant is not trying to capitalize on a cultural craze (as in Castle Rock); the painting is 60 

years old.  Rather, Talon seeks to skewer Hopper's painting and create the external benefit of 

cultural dialogue.  Plaintiff will claim that this isn't a market failure but rather the creators choice, 

but this gives broad authority for those first in time to block original speech (the original 

elements in this fair use).  Plaintiff would contend that removing these rights will decrease an 

author's incentive to create, but as observed in Harper's dissent, there are other reasons that drive 

creation of these works.  Furthermore, once a work is produced, it best promotes progress to 

disseminate it as widely as possible.  

Ultimately, all of these findings pursue the same end.  Fair use and compulsory licenses 

prevent blocking,  a step necessary in light of exisint market failures and the low standard of 

originality for copyright (as compared to patent).  These steps will facilitate cultural interchange 

and free expression.

Newspaper Suit:

If, as recommended, we find Chloe's photo was a fair use, she has a valid copyright in the work.  

Talon would then likewise have a valid copyright.

The plaintiffs rights in their works are the same as in part 1 and they will file suit alleging the 

same rights are infringed.  
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The defendant will raise a fair use defense.  Analysis of the first three factors will be identical for 

all parites' suits.  The effect on the market will be treated separately for each plaintiff.

The first factor weighs heavily in the Inquistor's favor because the purpose is to inform.  

The work is transformed from art into news.  Because the picture appears with an article attaced, 

it goes beyond simply superceding a work and instead has a new meaning (Campbell, Nunez).  

Even countries with much narrower fair dealing exceptions  have exceptions for new reporting.

The second and third factors weigh against the defendant (photo was not factual and used 

whole picture) but as in Nunez, these factors are unimportant.

Regarding Talon, the fourth factor weighs in favor of the Inquisitor.  This photo will not 

cut into Talon's souvenier market.  The photo is only 75% size, is creased down the middle and 

has staple holes.  This is similar to the decision in Kelly finding that thumbnail images weren't 

substituting for the originals (lower resolution, etc.).   In fact, the publicity from the story could 

increase Talon's business.

Regarding Chloe, the fourth factor also weighs in favor of the inquisitor, although this is 

a closer case.  Here, Chloe can argue the Inquisitor eliminated its market to license the photo to 

another paper (citing holding in Harper).  The dissent in Harper, however, has the better 

argument on this issue.  Here, all we know is that the Planet abandoned the licensing deal.  We 

have know way of knowing if they would have done so if the Inquisitor had printed only an 
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article describing the picture (which would clearly not have infringed).  As Brennan observed, 

business decisions don't have to be based on the categories of copyright.  Since we can't know if 

this was lost, the significant free speech considerations, mentioned below outweigh the 

potentially lost revenue to Chloe.

Regarding Lucasfilm and Fordman, the fourth factor similarly is not in their favor.  Here, 

the impact on their markets is even further removed than Talon's.  

Regarding Desiree, the reasons above supporting a fair use defense apply here as well.  

Since this is a news context, there is also additional support from Brown which observed that 

misappropriation didn't apply to news.  This is vital to protect the 1st amendment and for this 

reason her defense should fail.

   

 

                              --------------------------------------------------
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