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ARGUMENT
I.

Introduction
This case is ultimately very simple, despite Appellant LTTB’s

attempts to complicate it: LTTB persuaded the United States Patent and
Trademark Office (PTO) that it was using a pun as a trademark when it
printed that pun on a hang tag, and then LTTB tried to use its
registration to prevent others from using the pun in any manner. But as
the District Court found, there was “no evidence” in the record from
which a reasonable jury could conclude that consumers are interested in
t-shirts or other products because of LTTB’s reputation; they simply want
products displaying the pun. ER 7 (emphasis in original). Trademark law
does not give LTTB control over demand for a pun.
LTTB owns federal trademark registrations for the phrase “lettuce
turnip the beet” for, among other things, various clothing items. ER 2.
When LTTB initially applied to register that phrase with the PTO, it
submitted specimens showing use “in a large font across the center of the
packing box, tote bag, and shirts.” ER 5–6. The Trademark Office rejected
LTTB’s application on the ground the phrase failed to function as a mark
because it was merely ornamental. ER 6. That is, the Trademark Office
1

concluded that consumers would perceive the phrase primarily as a
desirable ornamental feature of the products on which it would be printed
and not as an indication of the source of those products. LTTB overcame
that rejection, and was therefore allowed to register the mark, only when
it submitted different specimens showing use of the mark on product
labels or “hang tags.” ER 6. Use on hang tags was different because,
unlike use on the front of the shirts, use in that location could plausibly
indicate source.
But then LTTB sued Redbubble for operating a marketplace on
which third parties sell products (including t-shirts) that make exactly
the type of ornamental use the Trademark Office said was insufficient to
support LTTB’s registration. ER 3. The District Court correctly rejected
that claim, because just as the Trademark Office concluded, consumers
do not purchase products bearing the phrase “lettuce turnip the beet”
based on LTTB’s reputation, but because they are interested in
purchasing products displaying the pun.
As Part II explains, numerous validity, infringement, and defensive
doctrines strictly focus trademark law on matters of source identification.
What all of these doctrines have in common is that they limit trademark
2

rights when consumers have obvious non-source-related reasons for
desiring the feature to which the plaintiff claims rights. And as the
District Court correctly determined, consumers have just that sort of nonsource-related reason for desiring decorative items that feature the
phrase “lettuce turnip the beet.” ER 8.
But because courts developed all of the doctrines that reflect this
principle with particular contexts in mind, current Ninth Circuit law
does not provide a pellucidly clear route to the District Court’s intuitively
correct conclusion. As a result, the District Court felt compelled to state
its ruling in the alternative: According to the District Court, Redbubble’s
defense “either implicat[ed] the rule that ‘decorative or ornamental’
features are not subject to trademark protection or the exclusion for
‘aesthetic functionality.’” ER 6. This case therefore provides an
opportunity for this Court to reaffirm the general principle of source
identification as the sole legitimate foundation of trademark protection,
Smith v. Chanel, Inc., 402 F.2d 562, 566 (9th Cir. 1968), to unify all of
these disparate doctrines as manifestations of that same general
principle, and to clarify the relationship between registration and
enforcement.
3

II.

Trademark Rights Only Extend to Uses Connected to
Indication of Source
A. Multiple Doctrines Reinforce the Rule That Trademark
Law Is About Identifying Source
Trademark law is concerned only with uses that indicate the source

of goods. Dastar Corp. v. Twentieth Century Fox Film Corp., 539 U.S. 23,
37 (2003). Only uses that indicate the source of goods can give rise to
trademark rights, and only uses that identify the source of a party’s own
goods can be deemed infringing.2 Trademark law’s narrow focus on uses
that indicate the source of goods is implicit in a number of rules this
Court applies in different contexts to deny claims when consumers value
informational or expressive content for non-source-related reasons.
In some cases, consumers’ interest in a claimed mark for nonsource-related reasons justifies refusing trademark rights in the claimed
matter altogether. That was the explanation for the Trademark Office’s
initial refusal of LTTB’s application—use of a phrase on the front of a

“Source” in modern trademark law includes not only parties that
actually produce goods, but those who “commission[] or assume[]
responsibility (‘st[and] behind’) production of the physical product.” Id.
at 32; see also 15 U.S.C. § 1125(a). We use “source” here to include
parties exercising such control.
2

4

shirt rarely functions as a trademark and is primarily valued by
consumers for its creative or informational content. This is also why
courts usually treat functionality as a validity doctrine. Features are
functional, and therefore cannot serve as trademarks, when they are
“essential to the use or purpose of the article,” or “affect the cost or quality
of the article.” Inwood Labs., Inc. v. Ives Labs., Inc., 456 U.S. 844, 850
n.10 (1982); TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23, 33
(2001); Moldex-Metric, Inc. v. McKeon Products, Inc., 891 F.3d 878, 881
(9th Cir. 2018). Since many functionality cases involve claimants
asserting rights against competitors using the claimed features for the
same purposes as the claimant, features that fulfill a consumer need
unrelated to source do so for both parties and justify a finding of
invalidity.
In other cases, courts deny claimants the ability to enforce rights
against certain uses even if they recognize valid rights and allow
enforcement against other types of uses. That is true with respect to
descriptive terms, which, though protectable as trademarks when they
have developed secondary meaning, cannot be enforced against those
who use the terms in their primary, descriptive sense. KP Permanent
5

Makeup, Inc. v. Lasting Impression I, Inc., 543 U.S. 111 (2004); Cairns v.
Franklin Mint Co., 292 F.3d 1139, 1150 (9th Cir. 2002) (“[a] junior user
is always entitled to use a descriptive term in good faith in its primary,
descriptive sense other than as a trademark”). It is true with respect to
nominative fair uses—courts refuse to enjoin uses of a valid trademark
for the purpose of referring to the mark owner or its goods because (1) the
plaintiff’s product is not “readily identifiable” without use of the mark;
(2) the defendant uses no more of the mark than necessary; and (3) the
defendant does not falsely suggest it is sponsored or endorsed by the
trademark holder. Toyota Motor Sales, U.S.A. v. Tabari, 610 F.3d 1171,
1175–76 (9th Cir. 2010).
Courts apply the same basic principle when they refuse to enforce
valid marks against uses of those marks in expressive works so long as
the uses are artistically relevant and not explicitly misleading. See, e.g.,
Brown v. Elec. Arts, 724 F.3d 1235, 1241–42 (9th Cir. 2013) (rejecting
Brown’s § 43(a) claim against use of his name and likeness in video
game); Mattel, Inc. v. Walking Mountain Prods., 353 F.3d 792 (9th Cir.
2003) (rejecting Mattel’s attempt to enforce its valid Barbie trade dress
against expressive artwork incorporating the trade dress). And they do
6

so when they refuse claims based on allegations that the “mark”
identifies the origin of creative content rather than tangible goods.
Dastar, 539 U.S. at 37.
Properly understood, the functionality doctrine is simply a
manifestation of this principle and, applied correctly, it can complement
and

support

these

other

well-established

rules.

Features

are

aesthetically functional when exclusive use of those features would put
competitors at a “significant, non-reputation-related disadvantage.”
TrafFix, 532 U.S. at 33. In a subset of cases, a party’s competitive need
to use a feature depends on the context of that party’s use of the feature.
When the feature is “the actual benefit that the consumer wishes to
purchase” for reasons independent of any source-related meaning, use of
that feature is not within the scope of the trademark owner’s rights. Disc
Golf Ass’n, Inc. v. Champion Discs, Inc., 158 F.3d 1002, 1006 (9th Cir.
1998) (citation omitted). Those uses are not infringing even if uses of the
same feature in other contexts might primarily have source-indicating
value and therefore fall within the scope of the claimant’s rights. Cf.
Christian Louboutin S.A. v. Yves Saint Laurent Am. Holdings, Inc., 696
F.3d 206, 228 (2d Cir. 2012) (finding that Louboutin’s valid rights in a
7

contrasting red sole did not extend to block YSL’s use of an all-red shoe;
holding that no confusion analysis was necessary because YSL wasn’t
using the Louboutin mark).
B. Trademark Law Denies Protection Where the Claimed
Mark Signifies Only Its Own Presence
A trademark is a symbol for something: it is a shorthand that
identifies the origin of goods or services and enables consumers to
understand and expect a certain set of qualities from those products or
services. Because that is the function of a trademark, courts have long
recognized that a creative work cannot be a trademark for itself. See EMI
Catalogue P’ship v. Holliday, Connors, Cosmopulos Inc., 228 F.3d 56, 63
(2d Cir. 2000) (rejecting an argument that a song was a protectible
trademark for itself and noting that although “[t]rademark law is
concerned with protection of the symbols, elements or devices used to
identify a product in the marketplace and to prevent confusion as to its
source[, i]t does not protect the content of a creative work of artistic
expression as a trademark for itself.”). See also Oliveira v. Frito–Lay, Inc.,
251 F.3d 56, 62 (2d Cir. 2001) (“granting to a song the status of trademark
for itself would stretch the definition of trademark too far”) (emphasis in
original); Pellegrino v. Epic Games, Inc., No. 19-1806, 2020 WL 1531867,
8

at *11 (E.D. Pa. Mar. 31, 2020) (rejecting claim based on video game’s
copying of artist’s allegedly signature move; “the law is clear that a
trademark cannot serve as a trademark for itself”); RDF Media Ltd. v.
Fox Broad. Co., 372 F. Supp. 2d 556, 563 (C.D. Cal. 2005) (concluding
that “the product itself . . . can[not] serve as its own trademark”
(quotations omitted)).3
The rule that a song or other message cannot be a trademark for
itself is simply an application of the principle that a trademark is a
symbol for something more than its own presence. As Barton Beebe
explained,
[I]n the case of a trademark such as nike, the signifier is the
word “nike,” the signified is the goodwill of Nike, Inc., and the
referent is the shoes or other athletic gear to which the “nike”
signifier is attached…. To maintain the structural integrity of
the mark, the law does not merely enforce linkages among the
mark’s three elements. It also enforces separations among
them. The mark’s elements must be related, but they may not
be identical. … In holding that a popular song could not
function as a “trademark for itself,” Oliviera, 251 F.3d at 62,
the Second Circuit held more fundamentally that a trademark
signifier cannot be identical to its referent. It did so for the

See also J. THOMAS MCCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR
COMPETITION § 6:17:50 (5th ed. 2020) (“The collection of words in a novel
are not a ‘trademark’ indicating the origin of that novel. Rather, the story
is a ‘product,’ not a symbol of origin. If someone without permission
reproduces the story, the remedy lies in copyright, not in trademark.”).
3

9

same reason that the Third Circuit denied protection to the
design of a Grecian-style plastic planter. Duraco Prods., Inc.
v. Joy Plastic Enters., Ltd., 40 F.3d 1431 (3d Cir. 1994). The
design was “constitutive of the product itself.” Id. at 1440.
Unlike a trademark, it had no “dialectical relationship to the
product.” Id. at 1440–41. The signifier at issue did not refer to
something external to itself.
Barton Beebe, The Semiotic Analysis of Trademark Law, 51 U.C.L.A. L.
REV. 621, 646–48 (2004) (footnotes omitted; citations added in text).
That rule predates but is consistent with the Supreme Court’s
ruling in Dastar that the Lanham Act is concerned only with uses that
identify the “the producer of the tangible goods that are offered for sale,”
and not those that refer to “the author of any idea, concept, or
communication embodied in those goods.” 539 U.S. at 37.4 As the Court
made clear, “origin of goods” is “incapable of connoting the person or
entity that originated the ideas or communications that ‘goods’ embody
or contain.” Id. at 32.
Under the rule of Dastar, trademark protection is denied to
expressive content as such even if that content identifies the creator of

A broader range of misrepresentations, if made in “commercial
advertising or promotion,” are actionable as false advertising under §
43(a)(1)(B). 15 U.S.C. § 1125(a)(1)(B) (2012). There is no false
advertising claim in this case.
4
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the content (as opposed to identifying the source of tangible goods). SlepTone Entm’t Corp. v. Wired for Sound Karaoke & DJ Servs., LLC, 845
F.3d 1246, 1249 (9th Cir. 2017); Oliveira, 251 F.3d at 62; Comedy III
Prods., Inc. v. New Line Cinema, 200 F.3d 593, 595 (9th Cir. 2000)
(rejecting plaintiff’s contention that the content of a video clip can falsely
indicate origin).5 Even when the plaintiff has valid trademark rights that
could be enforced in other circumstances, it cannot enforce those rights
against uses of its mark that do not identify the source of a relevant good.
Phoenix Entm’t Partners v. Rumsey, 829 F.3d 817, 828 (7th Cir. 2016).6
It is no accident that trademark law focuses tightly on indications
of the source of goods. It does so because the purpose of trademark law,

While the Court in Dastar was interpreting the language of § 43(a)
specifically, 15 U.S.C. § 1125(a)(1)(A), the same rule applies in cases of
infringement of registered marks under § 32 despite that section’s less
specific language. 15 U.S.C. § 1114. See Slep-Tone, 845 F.3d at 1248–50
(applying the rule of Dastar to registered trademarks).
6 The Dastar rule does not depend on whether the creativity at issue is
protected by copyright law. See Williams v. UMG Recordings, 281 F.
Supp. 2d 1177, 1185 (C.D. Cal. 2003) (“[T]he Supreme Court's holding [in
Dastar] did not depend on whether the works were copyrighted or not . .
. . Rather, in being careful not to extend trademark protections, the Court
noted that protection for communicative products was available through
copyright claims.”). Even had LTTB created the pun at issue here, it
would not be able to protect its creativity through trademark.
5
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in contrast with patent and copyright, is not to reward innovation or
creativity. See TrafFix, 532 U.S. at 34 (“The Lanham Act does not exist
to reward manufacturers for their innovation . . . .”); Trade-Mark Cases,
100 U.S. 82, 94 (1879). Instead, trademark law is intended to facilitate
the operation of a competitive marketplace by preventing sellers from
misrepresenting to consumers who is responsible for products or services.
TrafFix, 532 U.S. at 34; Smith, 402 F.2d at 566 (“[T]he only legally
relevant function of a trademark is to impart information as to the source
or sponsorship of the product.”). The limited nature of trademark rights
is not the result of antiquated legal doctrine; it derives from the core
purpose of trademark law.
Fundamentally, LTTB claims that because there is a segment of
consumer demand for the phrase “lettuce turnip the beet” on the front of
a t-shirt, that demand should be its private property—but it has made no
plausible showing that consumers of such t-shirts want something other
than the phrase itself. This is not a case where a manufacturer produces
apparel or other goods that, over time, have developed a reputation for
qualities and characteristics that are symbolized by but not contained in
the claimed trademark, like the products of Nike or other well-known
12

producers of apparel. LTTB, very much unlike Nike, has no reputation
with respect to the qualities or characteristics of clothing; the only
characteristic it claims to be known for is the phrase “lettuce turnip the
beet.” Trademark law does not give LTTB monopoly control over a
phrase, no matter how catchy.
III. Trademark Law’s Focus on Source is Reflected in the
Doctrines Applied by the District Court
That trademark law protects only trademark function is implicit in
the doctrines applied by the District Court, both of which apply in
particular circumstances where consumers desire the features at issue
for non-source-related reasons.
A. “Lettuce Turnip the Beat” Fails to Function as a Mark
The Trademark Office refuses to register claimed marks that “fail
to function” as trademarks. U.S. PATENT & TRADEMARK OFFICE,
TRADEMARK MANUAL OF EXAMINING PROCEDURE § 1202 (2018) (“TMEP”).
In many cases, claimed marks fail to function as trademarks because
they primarily serve some other, non-source-related function. See
Alexandra J. Roberts, Trademark Failure to Function, 104 IOWA L. REV.
1977, 1981 (2019) (explaining the rule). Of particular relevance here,
claimed matter can fail to function as a trademark because consumers
13

readily perceive the phrase or design as decorative or ornamental
(attractive based on its appearance rather than on its communication of
additional

source-related

information,

TMEP

§

1202.03)

or

as

informational (conveying a particularized message about the product or
about its user, TMEP § 1202.04). See In re Peace Love World Live, LLC,
127 U.S.P.Q.2d (BNA) 1400 (T.T.A.B. 2018) (affirming refusal to register
“I Love You” for bracelets on the ground the claimed mark failed to
function as a mark because it was merely a decorative feature).
Eligibility for registration as a trademark therefore depends not
only on distinctiveness (whether the purported mark is the sort of thing
that is capable of designating source), but on the applicant’s use of that
mark in a source-designating way. The question here is about the
qualitative characteristics of the use, not merely whether the claimant
has made enough of it. No amount of use will suffice if it is not the right
kind. Roberts, supra, at 1994–95.
This is the rule on which the Trademark Office based its initial
refusal of LTTB’s application: the specimen of use LTTB submitted
showed use of the phrase on the front of its products, and that sort of use
is not “use as a mark” because the phrase is purely ornamental. ER 5–6.
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Importantly, LTTB only overcame the Trademark Office’s refusal by
submitting a new specimen showing a different type of use—use on labels
or “hang tags.” ER 6.
The rule disqualifying decorative or ornamental features has
generally been treated as a validity rule that applies in the registration
context. But that doctrine reflects the same general focus on source
indication, and it matches analogous rules that courts apply in
infringement actions to refuse protection and/or limit the scope of rights
where the use is expressive or ornamental.
B. Context-Specific
Appropriate Here

Functionality

Analysis

Was

The inherent source-identification-related limits on trademark
rights are also implicit in a series of doctrines that courts invoke not to
declare the claimed matter invalid, but to prevent enforcement of that
mark against certain other uses. Dastar, supra, represents one such
doctrine; nominative fair use, Tabari, supra, another; and descriptive fair
use, KP Permanent, supra, another. Of particular relevance here, the
functionality doctrine precludes enforcement when competitors need
access to a feature to satisfy significant non-source-related demand.
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In Pagliero v. Wallace China Co., 198 F.2d 339 (9th Cir. 1952), this
Court refused to enjoin copying of china patterns (two of which are
depicted below) despite the plaintiff’s claim that the patterns had
secondary meaning.

Plaintiff Wallace’s Hibiscus

Defendant Tepco’s Hibiscus

Defendant Tepco’s Tweed

Plaintiff Wallace’s Tweed

The claimed designs could not be enforced because they conferred a
non-source-related market benefit: they were attractive to consumers not
16

because they recognized dishes with those designs as having a particular
source, but because they were aesthetically appealing. Id. at 343–44.
Dishes bearing those patterns would be self-evidently desirable to
consumers regardless of who produced those dishes; any source-related
significance of the designs was secondary, at best.
Similarly, here, the phrase “lettuce turnip the beet” makes t-shirts
and other products attractive to a group of consumers who may find the
phrase amusing. As the District Court found, "[t]here is no evidence in
the record from which a reasonable trier of fact could conclude that
consumers seek to purchase products based on LTTB's reputation—
whether ‘genuine’ LTTB products or those produced by any competitors.
Rather, as LTTB's evidence and argument make clear, consumers are
interested in purchasing products displaying the pun.” ER 7 (emphasis
in original).
The District Court’s reasoning was unusual because courts have
been reluctant to invoke functionality in cases in which the defendant
claims not that the mark is invalid, but that extending the scope of the
plaintiff’s rights to cover the defendant’s use would unfairly inhibit
competition. See, e.g., Au-Tomotive Gold, Inc. v. Volkswagen of Am., Inc.,
17

457 F.3d 1062, 1067, 1074 (9th Cir. 2006), cert. denied, 549 U.S. 1282
(2007) (refusing to declare plaintiff’s logo functional when used to adorn
a key chain).7 And often enough, the characteristics of the defendant’s
use that make the feature functional are also true of the plaintiff’s use,
such that functionality should render the feature invalid: when black is
functional for one maker’s boat engine, it will also be functional for
others. See Brunswick Corp. v. British Seagull Ltd., 35 F.3d 1527, 1531
(Fed. Cir. 1994).
But, as this case shows, functionality need not always be an all-ornothing validity doctrine. In some cases, functionality should preclude
enforcement of a plaintiff's valid rights against uses that make the
defendant’s product more desirable to consumers for obvious non-sourcerelated reasons. Mark P. McKenna, (Dys)Functionality, 48 HOUS. L. REV.
823, 854–57 (2011). Indeed, this Court has already found context-specific

That reluctance explains the District Court’s clarification that it was
not holding LTTB’s marks invalid but simply refusing to entertain
likelihood of confusion. ER 9. (“Redbubble does not suggest that LTTB’s
registered trademarks are per se invalid, and nothing in this order should
be construed as so holding. Redbubble instead appropriately frames the
argument as precluding LTTB from showing a likelihood of confusion as
to source, where the mere use of the pun on the face of various products
cannot be source-identifying.”).
7
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functionality in one case. In International Order of Job’s Daughters v.
Lindeburg & Co., 633 F.2d 912 (9th Cir. 1980), the plaintiff had valid
rights in its mark for its associational services, but this Court refused to
enforce those rights against use of its design as jewelry that members
used to identify themselves as members.
Resolution of this issue turns on a close analysis of the way in
which Lindeburg is using the Job’s Daughters insignia. In
general, trademark law is concerned only with identification
of the maker, sponsor, or endorser of the product so as to avoid
confusing consumers. Trademark law does not prevent a
person from copying so-called “functional” features of a
product which constitute the actual benefit that the consumer
wishes to purchase, as distinguished from an assurance that
a particular entity made, sponsored, or endorsed a product . .
. . [I]n the context of this case, the name and emblem are
functional aesthetic components of the jewelry, in that they
are being merchandised on the basis of their intrinsic value,
not as a designation of origin or sponsorship.
Id. at 917–18.
Even though protectable when used in some settings, the plaintiff’s
design was functional when it was effectively the product being sold. Had
Lindeburg also used Job’s Daughters’ design on his labels and other
marketing materials in place of his own business name, that conduct
should have been enjoinable, because it would have indicated that the
jewelry came from Job’s Daughters. See id. at 920 (“The insignia were a
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prominent feature of each item so as to be visible to others when worn,
allowing the wearer to publicly express her allegiance to the
organization. Lindeburg never designated the merchandise as ‘official’
Job’s Daughters’ merchandise or otherwise affirmatively indicated
sponsorship.”). When used as the design of the jewelry itself, however,
consumers’ demand for the design was non-source-related: consumers
demanded the design in order to display a message about their own
commitments and not because they cared about who made the jewelry.
This example illustrates that functionality can be appropriate where it is
possible to divide the market between types of uses.
Contrary to amicus INTA’s claim, this Court has never overruled
Job’s Daughters, Br. of Amicus Curiae Int. Trademark Ass’n 12–13, nor
would it be appropriate to do so because of the basic trademark policies
reflected in the Court’s distinction between source identification and
desirability of the symbol itself. This Court’s subsequent decision in AuTomotive Gold—which could not, of course, overrule prior circuit
precedent in a panel opinion—was careful to explain that Job’s
Daughters was about preventing “the use of a trademark to monopolize a
design feature which, in itself and apart from its identification of source,
20

improves the usefulness or appeal of the object it adorns.” Au-Tomotive
Gold, 457 F.3d at 1073 (internal quotations omitted) (emphasis added).
Au-Tomotive Gold is distinguishable from both Job’s Daughters and
this case because in Au-Tomotive Gold the evidence indicated that
consumers would not inherently react with aesthetic appreciation to the
letters “VW” and “Audi.”

See id. at 1074 (“Volkswagen and Audi’s

trademarks undoubtedly increase the marketability of Auto Gold’s
products. But their ‘entire significance’ lies in the demand for goods
bearing those non-functional marks . . . .”). It therefore was not possible,
given the evidence of car companies’ pre-existing reputation for making
car-related accessories, to disentangle consumer belief that the car
companies produced the key chains from whatever consumer demand
there was for having “matching” accessories, Deere & Co. v. Farmhand,
Inc., 560 F. Supp. 85, 98 (S.D. Iowa 1982), aff’d, 721 F.2d 253 (8th Cir.
1983), cited with approval in Qualitex Co. v. Jacobson Prods. Co., 514
U.S. 159, 169–70 (1995).
Together, Au-Tomotive Gold and Job’s Daughters demonstrate that
the issue in aesthetic functionality cases is not whether source
identification is absent—to so hold would be to allow secondary meaning
21

to override functionality—instead, the issue is whether a design
improves the usefulness or appeal of the object it adorns in ways distinct
from its secondary meaning, if any. Functionality is not the opposite of
source indication; if it were, functionality would be meaningless, because
features that do not indicate source are never protectable as trademarks
regardless of functionality. See William McGeveran & Mark P. McKenna,
Confusion Isn’t Everything, 89 NOTRE DAME L. REV. 253, 303–05 (2013).
That is why the Supreme Court has been clear that functional features
are not protectable even if they have secondary meaning. TrafFix, 532
U.S. at 26 (noting that secondary meaning is “irrelevant” when features
are functional, because “there can be no trade dress protection in any
event”); id. at 33 (“Functionality having been established, whether MDI's
dual-spring design has acquired secondary meaning need not be
considered.”).
Au-Tomotive Gold thus does not stand as a rejection of aesthetic
functionality (a doctrine explicitly embraced by the Supreme Court in
multiple cases), but as a clarification that features are not aesthetically
functional when their consumer appeal derives from, and cannot be
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separated from, source identification.8 When, as here, the defendant uses
a phrase that consumers desire for its own sake, the non-source-related
meaning of the phrase prominently placed on the front of the product
(where consumers expect to see many different kinds of messages and
decorations) can readily be distinguished from any source-related
message conveyed by use of that same phrase in another context, such as
on a label. See, e.g., Industria Arredamenti Fratelli Saporiti v. Charles
Craig, Ltd., 725 F.2d 18, 20 (2d Cir. 1984) (holding the distinctive
modular design of a sofa functional because the design made the sofas
attractive to buyers and “[was] not just a label; it [was] a principal
characteristic of the sofa”); Damn I’m Good, Inc. v Sakowitz, Inc., 514 F.
Supp. 1357 (S.D.N.Y. 1981) (finding “damn I’m good” functional as used
by the defendant and refusing to enforce rights against that use). See also
Robert G. Bone, Enforcement Costs and Trademark Puzzles, 90 VA. L.

In Job’s Daughters, by contrast to Au-tomotive Gold, the plaintiff was a
membership organization whose members had an interest in expressing
their membership regardless of whether the plaintiff owned any
trademark rights. A local parent-teacher association, for example, might
have no secondary meaning and thus no trademark rights at all in its
descriptive name (e.g., the Happy Valley PTA). Nonetheless, its members
would still have strong self-expressive reasons to identify themselves as
members of the PTA.
8
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REV. 2099, 2130 (2004) (noting that consumers may be primed to perceive
matter used on product labels as source identifiers); Thomas R. Lee et al.,
An Empirical and Consumer Psychology Analysis of Trademark
Distinctiveness, 41 ARIZ. ST. L.J. 1033, 1076 (2009) (noting the empirical
importance of the “trademark spot” where consumers expect trademarks
to be placed).
Another

example

clearly

illustrates

that

context-specific

functionality has a role: Gold Toe socks. Even accepting that the gold toe
is distinctive and nonfunctional, and therefore a valid trademark for
socks in general, no one would think that all-gold socks could infringe the
Gold Toe trade dress. For a gold sock—even if not for all socks—a gold
toe is aesthetically functional because of the market demand for singlecolor socks. Applying aesthetic functionality to such a case preserves the
gold toe trademark, but prevents it from being enforced against an allgold sock.
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In some circumstances, as in Louboutin, the concept of use as a
mark may be the simplest way to explain that the defendant is not
making the use for which the plaintiff has legitimate rights. Cf.
Louboutin, 696 F.3d at 228 (although Louboutin’s red sole was not
aesthetically functional when paired with a contrasting upper, its rights
did not extend to all-red shoes, which were a distinct type of use). In that
case, the Second Circuit concluded that YSL’s all-red shoes did not use
the red sole as a mark for the shoes, despite the fact that Louboutin also
made all-red shoes. Id. Louboutin’s own non-trademark use could not
expand its trademark rights.9 In the same way, printing “lettuce turnip
the beet” on the front of a t-shirt does not use LTTB’s mark as a mark for
shirts, even if LTTB also makes such shirts. Cf. Am. Online, Inc. v. AT&T
Corp., 243 F.3d 812, 823 (4th Cir. 2001) (“functional use of words within

The Second Circuit stated that Louboutin had only established a valid
mark in red soles contrasted with the upper part of the shoe. Louboutin,
696 F.3d at 228. But the scope of Louboutin’s rights against variations is
a question of infringement, not validity. Thus, in a different case in which
the defendant clearly made trademark use, no court would demand that
the defendant’s use be identical to the use for which the plaintiff claims
rights—courts would instead merely inquire whether the defendant’s use
created a likelihood of confusion. The real issue in Louboutin was not that
there was no secondary meaning in the red sole on a monochromatic shoe,
it is that YSL’s use of the red sole in that context was not use as a mark.
9
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the heartland of their ordinary meaning cannot give rise to a trademark”;
defendant’s use of “you have mail” to indicate that consumers had mail
was functional).
C. Aesthetic Functionality Serves Important
Competition and Speech Protective Goals
Ultimately, the relevant question here is whether the disadvantage
that t-shirt sellers would suffer if they could not use the phrase “lettuce
turnip the beet” relates primarily to an attempt to benefit from LTTB’s
reputation as the source of physical t-shirts, or whether instead that
disadvantage would flow from the t-shirt makers’ inability to engage in
expression unrelated to signaling the source of the goods.
As the District Court recognized, the latter is the case here: no
matter who was selling the shirt, the phrase “lettuce turnip the beet” as
a large design on the front a shirt would be a cute pun people would use
to convey something about themselves. Used as decoration on the front
of a shirt, the phrase makes the shirt a desirable product different from
a blank shirt or one bearing an abstract design—one that is attractive to
a different group of consumers who want to express their own whimsical
attitudes. Because, as the District Court found, no reasonable jury could
find other than that “consumers are interested in purchasing products
26

displaying the pun” and are not interested in purchasing products “based
on LTTB’s reputation,” ER 7, LTTB is seeking a monopoly over the
intrinsic, expressive value of the pun to consumers. Functionality
precludes such monopolies in trademark to protect the general public
interest in free competition and the compelling First Amendment
interests of both producers and consumers in using and displaying the
messages they wish to convey about themselves. Spence v. Washington,
418 U.S. 405, 410–11 (1974) (explaining First Amendment protection for
particularized messages); Cohen v. California, 403 U.S. 15, 26 (1971)
(“[W]e cannot indulge the facile assumption that one can forbid particular
words without also running a substantial risk of suppressing ideas in the
process.”).
IV.

At a Minimum, Trademark Claimants Should Not Be Able
to Block Others from Making the Same Use That the PTO
Already Determined Was Not Sufficient to Provide the
Claimant with Trademark Rights

As discussed above, the Trademark Office has a series of useful,
competition and speech protective heuristics for determining what is
actually functioning as a trademark, rules that preserve others’ freedom
to make ornamental and informational uses. Those rules focus
significantly on the nature of an applicant’s use, as disclosed in the
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specimen. As a result, courts should pay close attention to the specimen
of which the PTO approved when it registered a trademark; the specimen
is an important source for understanding the scope of the claimant’s
trademark rights. Registrants should not be allowed to game the
trademark system by acquiring rights through careful limitation of their
registrations, but then using those registrations to assert rights over
exactly what they could not get from the Trademark Office. Because the
Trademark Office approved LTTB’s application on the basis of a narrow
type of use, the expansion of LTTB’s rights by the courts would do
mischief to the registration system as a whole.
This case provides this Court an opportunity to establish that
claimants should not be able to manipulate the difference between the
rights-granting agency and rights-enforcing courts. As Rebecca Tushnet
has explained,
Applicants and the PTO spend much time and effort crafting
the equivalent of an exquisitely detailed origami crane: a
precisely delineated valid mark. Rather than considering the
details, courts then ask the equivalent of “is this paper
folded?” by according presumptive validity to what the mark,
at first glance, appears to be. Not only is this process a waste
of resources, but it also leads courts to misunderstand the
proper scope of a registration.
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Rebecca Tushnet, Registering Disagreement: Registration in Modern
American Trademark Law, 130 HARV. L. REV. 867, 872 (2017). This
misunderstanding is ripe for exploitation:
[The separation of validity and infringement inquiries]
encourages claimants to treat their rights “like a nose of wax,
which may be turned and twisted in any direction,” depending
on the issue. White v. Dunbar, 119 U.S. 47, 51 (1886).
Plaintiffs describe their marks narrowly for purposes of
validity so as to differentiate them from features used by
others and to avoid functionality objections. But then they
ignore those limitations for purposes of infringement.
Mark P. McKenna, Property and Equity in Trademark Law, 23 MARQ.
INTELL. PROP. L. REV. 117, 128–29 (2019) (footnote omitted; citation
added in text); Mark A. Lemley & Mark P. McKenna, Scope, 57 WM. &
MARY L. REV. 2197, 2200 (2016).
One relatively simple step to help close the gap between the PTO
and the courts would be respecting the PTO’s focus on failure to function
as a mark:
By ignoring the details and treating registration as binary,
courts often “round up,” assigning broad, robust protection to
matter that might have gained registration based on a much
narrower interpretation of the mark’s scope and the mark
owner’s rights . . . . Registration matters because it affects
litigation outcomes and delineates the contours of rights for
mark owners, existing competitors, new entrants, and
noncommercial speakers. And use as a mark determinations
lie at the heart of registrability.
29

Roberts, supra, at 1986.
Specifically, this Court can protect against such anticompetitive
gaming of the system by according presumptive validity only to that
which LTTB registered: the use of a phrase on a label, in the place that
consumers expect trademarks to be, as identified by the specimen with
which LTTB secured registration.
Here, the District Court properly treated the specifics of the
registration as relevant evidence, unrebutted by evidence in the record,
of the limited nature of LTTB’s rights. The statements and behavior of a
claimant, including during the registration process, are often highly
relevant in assessing functionality. See, e.g., Flexible Steel Lacing Co. v.
Conveyor Access., Inc., 955 F.3d 632, 648–49 (7th Cir. 2020) (“The utility
patent’s strong evidence of functionality is bolstered by Flexco’s own
advertisements, internal communications, and statements to the
USPTO,” including “statements to the USPTO during prosecution of
Flexco’s beveled center scallop [trademark] registration”).
Secondary meaning—the level of marketplace recognition achieved
by a trademark owner—can change compared to what it was when a
trademark was registered at the PTO, and amici agree with amicus INTA
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that registrants are not bound by the level of secondary meaning that
they showed to the PTO at the time an application was prosecuted. But
that is not the issue here. Instead, the issue is what weight to give the
PTO’s determination that “lettuce turnip the beet” on the front of a tshirt did not function as a trademark, and to LTTB’s acts acknowledging
that determination and basing its claim of right on specimens that
showed use on a label instead. See J. THOMAS MCCARTHY, MCCARTHY ON
TRADEMARKS

AND

UNFAIR COMPETITION § 32:111 (5th ed. 2020) (noting

that trademark applicant statements are generally treated as relevant
evidence to be given weight in later litigation) (citing, inter alia, Petro
Shopping Ctrs. L.P. v. James River Petroleum, 130 F.3d 88, 44 U.S.P.Q.2d
1921 (4th Cir. 1997); Freedom Card, Inc. v. JPMorgan Chase & Co., 432
F.3d 463, 77 U.S.P.Q.2d 1515 (3d Cir. 2005) (plaintiff’s arguments to the
PTO constituted either judicial estoppel, an admission, waiver or “simply
hoisting [plaintiff] on its own petard”); Juice Generation, Inc. v. GS
Enters. LLC, 794 F.3d 1334, 1340, 115 U.S.P.Q.2d 1671 (Fed. Cir. 2015)
(statements made to the USPTO during trademark examination are
relevant)).
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The registrant’s limitation of its claimed mark can illuminate the
meaning

of

the

registration

without

constituting

an

outcome-

determinative “file wrapper estoppel” in every case. Cf. Phillips v. AWH
Corp., 415 F.3d 1303, 1317 (Fed. Cir. 2005) (“The prosecution history . . .
plays an important role in claim interpretation as intrinsic evidence of
how the U.S. Patent and Trademark Office (‘PTO’) and the inventor
understood the patent.”); In re Bose Corp., 580 F.3d 1240, 1244–45 (Fed.
Cir. 2009) (applying in trademark fraud cases the same standard for
determining intent to deceive as used in patent inequitable conduct
cases). Such evidentiary use was appropriate here, where LTTB was
unable to develop any evidence that the PTO was wrong about the nontrademark-related appeal of the slogan applied to decorate the front of a
t-shirt.
V.

Conclusion
The limiting doctrines courts have developed for validity and

infringement all drive at the basic insight that there are important nonsource-identifying reasons that defendants might use something that
another party claims as a trademark. Whatever the label, courts should
not chill speech by making it risky and expensive to use these speech and
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competition protective concepts. “Competition is deterred . . . not merely
by successful suit but by the plausible threat of successful suit . . . .” WalMart Stores, Inc. v. Samara Bros., Inc., 529 U.S. 205, 214 (2000). The
Supreme Court’s concern in Wal-Mart that “[c]onsumers should not be
deprived of the benefits of competition with regard to the utilitarian and
esthetic purposes that product design ordinarily serves by a rule of law
that facilitates plausible threats of suit against new entrants,” id. at 213
(emphasis added), applies here.
As William McGeveran has explained, trademark doctrine is
formally favorable for expressive users of trademarks. The problem is the
often prohibitively expensive costs of going through enough litigation to
satisfy a court that it has checked all the necessary boxes and picked the
right doctrinal name for the result. See William McGeveran, The
Imaginary Trademark Parody Crisis (and the Real One), 90 WASH. L.
REV. 713 (2015). This case’s somewhat unusual parameters illustrate
McGeveran’s concerns: although multiple doctrines all point in the
direction of the District Court’s decision, it is relatively hard to pick
which label most clearly applies. But the preservation of competition,
freedom of speech, and concerns over abuse of the registration system all
33

point in the same direction: affirming the District Court’s finding of
failure to function or, in the alternative, aesthetic functionality of the
defendant’s use.
Dated: June 18, 2020
By: s/ Venkat Balasubramani
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