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CERTIFICATE OF INTERESTED PERSONS 

Amici are law professors who teach and have written extensively about 

trademark law and other intellectual property law subjects, the First Amendment, or 

both. Our sole interest in this case is in the orderly development of trademark law in 

a way that serves the public interest.*  A full list of amici is attached as Appendix A 

to the brief.   

Respectfully submitted,  

/s/ Mark A. Lemley 

MARK A. LEMLEY 
Counsel of Record 
STANFORD LAW SCHOOL 
559 NATHAN ABBOTT WAY 
STANFORD, CA  94305 
650-723-4605 
MLEMLEY@LAW.STANFORD.EDU 
 
Attorneys for Amici Curiae 

 

 

 

 
* Counsel for the parties did not author this brief in whole or in part. The parties 
have not contributed money intended to fund preparing or submitting the brief. No 
person other than Amici Curiae or their counsel contributed money to fund 
preparation or submission of this brief. The Board has consented to the filing of 
this brief. Amici sought consent from Doe via the email address in the record but 
have not received a response. 
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SUMMARY OF ARGUMENT 

The heart of this case is found in the district court’s statement that “Many 

things can be said about [Doe’s] offensive and outrageous statements, but it is not 

plausible (to put it mildly) that a reasonably prudent consumer would believe ASU 

was the source or origin of them.” Arizona Bd. of Regents v. John Doe, No. CV-

20-01638-PHX-DWL at *14, WL 3631269 (D. Ariz. Aug. 17, 2021). 

This was correct for two reasons. First, ASU provided no reason to conclude 

that Doe’s social media posts constituted commercial speech. This Court has 

recognized that the Lanham Act is only constitutional because its application is 

limited to speech proposing a commercial transaction. Bosley Med. Inst., Inc. v. 

Kremer, 403 F.3d 672, 676 (9th Cir. 2005). That principle has been implemented 

by this Court in different circumstances by applying the doctrines of Rogers v. 

Grimaldi, 875 F.2d 994 (2d Cir. 1989), and nominative fair use, Mattel, Inc. v. 

Walking Mountain Prods., 353 F.3d 792 (9th Cir. 2003), and either would have 

been appropriate here. Neither doctrine was necessary, however, because the 

Lanham Act simply does not license a free-roaming inquiry into noncommercial 

speech.  

Second, and relatedly, the nonconclusory allegations of the complaint do not 

establish that reasonable consumers were likely to think that ASU was the source 

or sponsor of Doe’s goods or services. While the posts refer to ASU, they do not 
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suggest that ASU approved or sponsored them. The location and content of the 

posts themselves dispelled potential confusion by their nature, which included 

profanity and attacks on ASU official policies. Doe’s posts also claimed 

partnership with a pharmaceutical company to provide hydrochloroquine and with 

the Belorussian Consulate, claims so over-the-top and politically salient as to 

render them—and the rest of the account—obvious hyperbole. Arizona Bd. of 

Regents at *4-6, 18-19. As Part II explains, courts, including courts deciding 

Lanham Act cases, have recognized that the online context changes the reaction of 

reasonable audiences who expect hyperbole, especially when it comes to politically 

charged content. 

Nothing more than a review of Doe’s posts was required to make clear that 

the nonconclusory allegations of the complaint failed to state a plausible claim for 

relief under any of the causes of action alleged. 
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ARGUMENT 

I. DOE’S POSTS WERE OUTSIDE THE SCOPE OF THE LANHAM 
ACT 

 
A.  The Lanham Act Covers Only Commercial Speech 

“The Lanham Act is constitutional because it only regulates commercial 

speech, which is entitled to reduced protections under the First Amendment.” 

Taubman Co. v. Webfeats, 319 F.3d 770, 774 (6th Cir. 2003) (citing Central 

Hudson Gas & Elec. Corp. v. Public Serv. Comm’n, 447 U.S. 557, 563 (1980)); 

see also Mattel, Inc. v. MCA Records, Inc., 296 F.3d 894, 905 (9th Cir. 2002) 

(hereafter, “MCA”) (holding that using the Lanham Act to prevent commercial 

fraud is “wholly consistent with the theory of the First Amendment,” but 

extensions past that may unconstitutionally suppress speech). The Supreme Court’s 

recent cases highlight the important noncommercial aspects of trademarks and 

emphasize that trademark regulation must focus on their commercial aspects. 

Matal v. Tam, 137 S.Ct. 1744, 1752, 1760 (2017) (observing that trademarks 

routinely express more than source indication, and holding that the expressive 

dimensions of the marks warrant First Amendment protection); Iancu v. Brunetti, 

139 S.Ct. 2294 (2019). 

Current trademark doctrine therefore recognizes, in various ways, that 

noncommercial uses are not actionable under trademark and false advertising law. 

Bosley, 403 F.3d at 676-77; see also Seven-Up v. Coca-Cola Co., 86 F.3d 1379, 
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1383 n.6 (5th Cir. 1996) (citing 134 Cong. Rec 31,851 (Oct. 19, 1988) (statement 

of Rep. Kastenmeier) (commenting that Section 43(a) “specifically extends only to 

false and misleading speech that is encompassed within the ‘commercial speech’ 

doctrine developed by the United States Supreme Court”)); and Utah Lighthouse 

Ministry v. Foundation for Apologetic Information & Res., 527 F.3d 1045, 1052 

(10th Cir. 2008) (“The Lanham Act is intended ‘to protect the ability of consumers 

to distinguish among competing producers,’ not to prevent all unauthorized uses.”) 

(citing Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 764 (1992)). 

In addition, as this Court has routinely recognized, the multifactor likelihood 

of confusion analysis is costly and time-consuming, and forcing defendants to 

litigate confusion in detail can chill constitutionally protected expression. MCA, 

296 F.3d at 900-02; New Kids on the Block v. News Am. Publ’g, Inc., 971 F.2d 

302, 306-08 (9th Cir. 1992); see also William McGeveran, The Imaginary 

Trademark Parody Crisis (and the Real One), 90 WASH L. REV. 713 (2015) 

(describing the prohibitive costs of going through litigation on likelihood of 

confusion, even when the defendant is likely to prevail). This Court has therefore 

adopted various doctrines to protect speakers from the chilling effects of threatened 

Lanham Act liability on First Amendment-protected speech.  

These doctrines recognize that ordinary likelihood of confusion analysis is a 

poor fit for noncommercial speech, even when that speech is sold in the 
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marketplace in the form of newspapers, movies, or books. That is why courts 

routinely replace the multifactor confusion test in such cases with the Rogers or 

nominative fair use test. Twentieth Century Fox Television v. Empire Distrib., Inc., 

875 F.3d 1192, 1199 (9th Cir. 2017) (for expressive works, Rogers substitutes for 

the multifactor confusion test and cannot be conflated with it); Toyota Motor Sales, 

U.S.A., Inc. v. Tabari, 610 F.3d 1171, 1182 (9th Cir. 2010) (“nominative fair use 

replaces Sleekcraft as the proper test for likely consumer confusion whenever 

defendant asserts to have referred to the trademarked good itself.”). Where the 

speaker is selling speech, or even engaging in commercial speech that includes 

speech about the trademark claimant, these doctrines protect consumers against 

classic fraud but leave ample breathing room for other kinds of speech. 

It is for this reason that noncommercial speech routinely receives protection 

not just under Bosley but under these other doctrines.1 For example, Aviva USA 

Corp. v. Vazirani, 902 F.Supp.2d 1246 (D. Ariz. 2012), applied both Bosley and 

nominative fair use to hold that noncommercial speech was protected against 

 
1 Rogers, correctly understood, allows only a very limited inquiry into the most 
commercial speech-like parts of an expressive work that is being sold in the 
market—generally the title or the commercial advertising associated with the work. 
Nominative fair use, by contrast, often applies to commercial speech, particularly 
comparative advertising, and also can protect noncommercial speech. The key 
point is that multiple overlapping trademark doctrines provide belt-and-suspenders 
protection for noncommercial speech; this Court need not delve into the details of 
Rogers or nominative fair use to decide this case. 



  
 

  
 

7

infringement liability. “Even though a trademark holder will almost never consent 

to the use of its mark in conjunction with commentary that is critical of the 

trademark holder or its products and services, the trademark holder also cannot 

seek the protections of the Lanham Act to stop such critical use when it does not 

occur in connection with the sale of goods or services.” Id. at 1256, aff’d, 632 

Fed.Appx. 885 (9th Cir. 2015).  

As the Aviva court explained, when the defendant’s speech is 

noncommercial, its invocation of the trademark owner is by definition referential, 

because the defendant’s speech isn’t selling separate goods or services.  Use of the 

mark is necessary to identify the subject of the speech and, in the absence of an 

offer to sell goods or services, the use is not more than necessary, even when it 

includes the plaintiff’s logo or trade dress. Id. at 1265 (“In certain cases, such 

distinctive stylizations might be considered more than is permitted under the Ninth 

Circuit’s nominative fair use test. Here, however, the stylized logo and distinctive 

coloring were not used in a commercial or competitive manner, but rather were 

used solely to identify Aviva as the object of the Website’s criticism.”). This Court 

affirmed, both because the speech was noncommercial and because it was 

nominative fair use. 632 Fed. Appx. at 887. 

These doctrines ensure that trademark law is consistent with the larger 

structure of First Amendment law. In particular, noncommercial speech cannot be 
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made unlawful merely because it is false, where the speech offers no material 

benefit to the speaker. United States v. Alvarez further details the reasons that the 

Lanham Act is constitutional only as applied to false or misleading commercial 

speech.  See Alvarez, 567 US 709, 723 (2012) (“Were the Court to hold that the 

interest in truthful discourse alone is sufficient to sustain a ban on speech, absent 

any evidence that the speech was used to gain a material advantage, it would give 

government a broad censorial power unprecedented in this Court’s cases or in our 

constitutional tradition. The mere potential for the exercise of that power casts a 

chill, a chill the First Amendment cannot permit if free speech, thought, and 

discourse are to remain a foundation of our freedom.”) (plurality).  

As Alvarez made clear, this speech-protective rule holds true even if 

reasonable listeners could believe the falsity, as there is no reason to think occurred 

in this case. The proper remedy for Doe’s false speech was more speech. Id. at 727 

(plurality) (“Indeed, the outrage and contempt expressed for respondent’s lies can 

serve to reawaken and reinforce the public’s respect for the Medal, its recipients, 

and its high purpose…. The remedy for speech that is false is speech that is true. 

This is the ordinary course in a free society.”). 

B.  Doe’s Posts Were Noncommercial Speech 

This case raises no issues at the boundaries of nominative fair use or Rogers.  

Doe wasn’t selling anything, even speech, and no further balancing is needed. 



  
 

  
 

9

Although the Board argues that Doe provided “party services” in competition with 

ASU, its complaint provided no nonconclusory allegations that any such parties 

occurred, any more than a contract with a pharmaceutical company or agreement 

with the Belorussian government existed.2 See Arizona Bd. of Regents at *4-6, 18-

19. Courts have correctly rejected similar claims for want of commercial activity. 

See Choose Energy, Inc. v. American Petroleum Institute, 87 F.Supp.3d 1218, 

1221-23 (N.D. Cal. 2015) (given Bosley, defendant’s own expression was not a 

cognizable “service” for Lanham Act purposes; “there is no colorable claim of 

customer confusion because it is impossible for a customer to purchase a good or 

service from API thinking that it was purchasing that good or service from Choose 

Energy. Especially when API does not sell any goods or services at all.”); cf. 

Crown Realty & Dev., Inc. v. Sandblom, No. CV 06-1442-PHX-JAT, 2007 WL 

177842, at *2 (D. Ariz. Jan. 22, 2007) (“Alleging the [d]efendants could make 

money using the [trademark] is very different from alleging they actually are using 

the name to make money.”); Hertz Corp. v. Knickerbocker, 206 F. Supp. 305, 306 

(S.D.N.Y. 1962) (“The Lanham Act does not afford protection against intention, 

 
2 Likewise, that speech occurs “in interstate commerce,” that is, online, is not 
sufficient to make it commercial speech. See Utah Lighthouse Ministry, 527 F.3d 
at 1054 (“[C]onflating these two ‘commerce’ requirements would greatly expand 
the scope of the Lanham Act to encompass objectively noncommercial speech. We 
therefore decline to adopt UTLM's proposed rule that any use of a trademark on 
the Internet is a use ‘in connection with goods or services.’”). 
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but only against overt acts. Until something is done to carry out the announced 

purposes of the organization, the protection of plaintiffs’ 3 

This Court in Bosley made clear that an indirect connection to the sale of 

goods or services isn’t enough to implicate trademark law. 403 F.3d at 676–77; see 

also id. at 679 (where defendant’s website linked to other websites that themselves 

might be commercial, the “roundabout path” to the advertising or commercial use 

of others was simply “too attenuated”); TMI, Inc. v. Maxwell, 368 F.3d 433, 435, 

438 (5th Cir. 2004) (holding that the Lanham Act’s commercial use requirement 

was not satisfied where defendant’s site had no outside links).  

This case is easier than Bosley. No post from Doe’s account, seen separately 

from the other posts or together, could constitute commercial speech under the 

Lanham Act, since there is no allegation that the posts offered any actual goods or 

services for sale, or even linked to sites operated by Doe that did.  

 
3 Even the defendant’s own expenditure of money to register a domain name or a 
corporate name in a state registry, without more, is not commercial activity within 
the scope of the Lanham Act, which makes it even less credible that creating a free 
account on a social media service could qualify. Enea Embedded Technology, Inc. 
v. Eneas Corp., 90 U.S.P.Q.2d 1927 (D. Ariz. 2009) (incorporation in various 
states was not infringement without use by defendant in connection with the sale of 
goods or services); Int’l, L.P. v. Toeppen, 945 F. Supp. 1296, 1303 (C.D. Cal. 
1996) (same, for registration of domain name); CNA Financial Corp. v. Brown, 
922 F. Supp. 567, 576 (M.D. Fla. 1996) (incorporation alone, without any 
rendering of services, does not trigger the Lanham Act), aff’d, 162 F.3d 1334 (11th 
Cir. 1998). 
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Even assuming that audiences could have been initially confused about 

whether Doe intended to hold a party, and further assuming that the party would 

have been a commercial event, confusion about whether something is commercial 

speech is not itself actionable. If it were otherwise, all ad parodies—such as the 

parody at issue in Hustler Magazine, Inc. v. Falwell, 485 U.S. 46 (1988), parodies 

on Saturday Night Live, and many parodies on social media—would be at risk of 

suppression because viewers could think they were actual ads.  

To avoid the resulting chilling effect, the Lanham Act requires confusion 

about the source or sponsorship of goods or services sold in the market and does 

not regulate other kinds of confusion.  Fortres Grand Corp. v. Warner Bros. 

Entertainment Inc., 763 F.3d 696, 700-01 (7th Cir. 2014) (“confusion ‘in the air’ is 

not actionable”; actionable confusion must relate to “the tangible product sold in 

the marketplace”); id. at 702 (rejecting claim that court should compare plaintiff’s 

product to “fictional product” in defendant’s work); Bosley, 403 F.3d at 677 

(endorsing rule that “[t]he Lanham Act seeks to prevent consumer confusion that 

enables a seller to pass off his goods as the goods of another.... [T]rademark 

infringement protects only against mistaken purchasing decisions and not against 

confusion generally.”) (quoting Lang v. Ret. Living Publ’g Co., Inc., 949 F.2d 576, 

582–83 (2nd Cir. 1991); cf. Radiance Found., Inc. v. N.A.A.C.P., 786 F.3d 316, 

327-28 (4th Cir. 2015) (“Actual confusion as to a non-profit’s mission, tenets, and 



  
 

  
 

12

beliefs is commonplace, but that does not transform the Lanham Act into an 

instrument for chilling or silencing the speech of those who disagree with or 

misunderstand a mark holder’s positions or views.”) (citing Rogers, 875 F.2d at 

1001); Lamparello v. Falwell, 420 F.3d 309, 317-18 (4th Cir. 2005) (initial interest 

confusion “provides no basis for liability” where defendant is engaged in speech 

about plaintiff; applying initial interest confusion to noncommercial gripe sites 

“would enable the markholder to insulate himself from criticism—or at least to 

minimize access to it”). 

II. DOE’S POSTS WERE INCREDIBLE AND THUS NONCONFUSING 
 

A. It Was Not Plausible That Reasonable Consumers Would Be 
Confused  

 

As the district court recognized, inspection of the images made part of the 

record by the Board—individually or together—was enough to establish that 

confusion over source, sponsorship or affiliation was unlikely.  

 

The profile image, the lower-case name, and the promise to “go private” are 

all plainly inconsistent with any official status. The analysis is no different for any 

other post, singly or together. The politicized nature of its pandemic claims—and 
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related claims about hydrochloroquinine and Belorussian involvement—would be 

apparent to any reasonable audience.  This is especially true because Doe’s posts 

blatantly contradicted ASU’s official communications, as ASU pled, making the 

idea that this was an official ASU account even less plausible. Board Br. 11. 

Numerous cases have acknowledged that an online context readily makes 

allegedly factual statements unbelievable when the speaker is not seeking to get 

readers to buy something. See, e.g., Sandals Resorts Intern. Ltd. v. Google, Inc., 86 

A.D.3d 32, 43-44 (N.Y. App. Div. 2011) (“The culture of Internet 

communications, as distinct from that of print media such as newspapers and 

magazines, has been characterized as encouraging a “freewheeling, anything-goes 

writing style”… [R]eaders give less credence to allegedly defamatory remarks 

published on the Internet than to similar remarks made in other contexts ….”); 

Rapaport v. Barstool Sports, Inc., 1:18-cv-08783-NRB (S.D.N.Y. March 29, 2021) 

(“[A]udiences would readily recognize the challenged statements as representing 

the (often overtly biased) viewpoints of the Barstool Defendants…the statements 

were largely laden with epithets, vulgarities, hyperbole, and non-literal language 

and imagery; delivered in the midst of a public and very acrimonious dispute 

between the Barstool Defendants and Rapaport that would have been obvious to 

even the most casual observer; and published on social media, blogs, and sports 

talk radio, which are all platforms where audiences reasonably anticipate hearing 
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opinionated statements.”); Valley Electronics AG v. Polis, 2021 WL 3919244 

(E.D.N.Y. Aug. 6, 2021) (“With respect to interactive social media platforms, there 

is a ‘common expectation’ that statements published therein ‘will represent the 

viewpoints of their authors and, as such, contain considerable hyperbole, 

speculation, diversified forms of expression and opinion.’”). 

Although these cases are mainly about defamation, their conclusions about 

what counts as a factual claim are consistent with this Court’s holding in Tabari 

that reasonable internet users don’t expect all online uses of marks—even in 

domain names—to be authorized. 610 F.3d at 1179.  Defamation, because it 

requires that the audience believe that the defendant’s speech about the plaintiff is 

true, is itself about attribution of some act, characteristic, or statement to the 

plaintiff. Thus, the defamation cases’ logic is equally persuasive when the 

purported factual implication is about whether the defendant’s speech reflects the 

plaintiff’s official position.  

Indeed, the D.C. Circuit has explicitly recognized that an online claim can be 

unbelievable because reasonable audiences would not believe that the subject of 

the speech actually endorsed the position attributed to it. Farah v. Esquire 

Magazine, 736 F.3d 528 (D.C. Cir. 2013), has analogous facts: The defendant 

posted a satirical claim—using the plaintiffs’ putative marks including a related 

logo—that the plaintiffs had retracted their well-known position on President 
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Obama’s birthplace. The plaintiffs brought both defamation and Lanham Act 

claims. The D.C. Circuit explained: 

Despite its literal falsity, satirical speech enjoys First Amendment 
protection. Consistent with the “actual facts” requirement, “the ‘statement’ 
that the plaintiff must prove false ... is not invariably the literal phrase 
published but rather what a reasonable reader would have understood the 
author to have said.” Thus, a satire or parody must be assessed in the 
appropriate context; it is not actionable if it “cannot reasonably be 
interpreted as stating actual facts about an individual.” In light of the special 
characteristics of satire, of course, “what a reasonable reader would have 
understood” is more informed by an assessment of her well-considered view 
than by her immediate yet transitory reaction. Without First Amendment 
protection, there is a risk that public debate would “suffer for lack of 
‘imaginative expression’ ” and “the ‘rhetorical hyperbole’ which has 
traditionally added much to the discourse of our Nation.” 
 

Id. at 536 (cleaned up).  

The Farah court rejected the precise argument the Board makes – that ill-

informed casual readers would take the claims seriously: 

[Plaintiffs] point to the inquiries they received following the blog post, as 
well as to Esquire’s own “update” clarifying that the post was satire, as 
evidence that many actual readers were misled by Esquire’s story. But it is 
the nature of satire that not everyone “gets it” immediately. … 
The test, however, is not whether some actual readers were misled, but 
whether the hypothetical reasonable reader could be (after time for 
reflection). … Most notably, the very substance of the story would alert the 
reasonable reader to the possibility that the post was satirical…. A number 
of humorous or outlandish details in the blog post also betray its satirical 
nature. … 
[P]oorly executed or not, the reasonable reader would have to suspend 
virtually all that he or she knew to be true of Farah’s and Corsi’s views on 
the issue of President Obama’s eligibility to serve in order to conclude the 
story was reporting true facts. 
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Id. at 537-39 (cleaned up). The same is true here: the posts were replete with 

“outlandish details” and other indicia of satire and criticism, used a tone 

incompatible with an official source, and belief would require a reasonable reader 

“to suspend virtually all that he or she knew to be true” of ASU’s position on 

“COVID parties,” by the Board’s own allegations.  

Farah proceeded to reject plaintiffs’ Lanham Act claims because the post 

was noncommercial speech. Id. at 541 (“The mere fact that the parties compete in 

the marketplace of ideas is not sufficient to invoke the Lanham Act. To the 

contrary, it reinforces Esquire’s position that its blog post was political speech 

aimed at critiquing Farah’s and Corsi’s position on the birth certificate question.”). 

But even had it not been noncommercial speech, it still wouldn’t have been 

believable and thus would not have made a false claim that plaintiffs were the 

source or sponsor of the post. 

More generally, the principle that implausible assertions are not actionable 

itself serves to implement First Amendment values: The freedom of speech 

protects jerks and provocateurs, both in defamation and in trademark. 

B. Alleging Initial Interest Confusion Is No Substitute for Plausible 
Confusion 

Even in commercial contexts, it is well established that direct competition is 

required for actionable initial interest confusion, because the “bait and switch” at 

the heart of initial interest confusion theory requires a “switch,” not just a “bait.” 
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Interstellar Starship Servs., Ltd. v. Epix, Inc., 304 F.3d 936, 946 (9th Cir. 2002); cf. 

Checkpoint Sys., Inc. v. Check Point Software Technologies, Inc. 269 F.3d at 296–

97 (3d Cir. 2001). (“[I]n the absence of [similar products], some initial confusion 

will not likely facilitate free riding on the goodwill of another mark, or otherwise 

harm the user claiming infringement. Where confusion has little or no meaningful 

effect in the marketplace, it is of little or no consequence in our analysis.”). 

The Board’s initial interest argument here is similar to one already rejected 

by this Court: it claims that viewers would not be paying enough attention to 

engage with the post and see the comments. But if the Board is right about 

Instagram users, then it’s implausible that they would be paying enough attention 

to be confused and blame ASU for an outrageous COVID policy. adidas America, 

Inc. v. Skechers USA, Inc., 890 F.3d 747, 760-61 (9th Cir. 2018) (consumers not 

paying much attention would not notice low quality). Here again, the Board’s 

theory relies on a concept of confusion so broad as to sweep in every ASU 

student—or would-be ASU student who merely hopes to matriculate and thus tags 

ASU. After all, casual Instagram users skimming that obviously non-ASU-

operated site see those posts too.  

ASU attempts to distinguish Doe from ordinary students by arguing that 

Doe’s use of the ASU marks was deliberate. ASU Br. at 32. But, of course, that is 

no distinction at all, as students who identify themselves as ASU students or tag 
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ASU will also be acting “deliberately.” This Court should not grant ASU the 

power to threaten its graduates, affiliates, and potential students with infringement 

lawsuits whenever it disapproves of their social media posts promoting themselves 

(their “services”). See id. at 32-33.  

C. Refusing to Require Trademark-Relevant Confusion Would Have 
Profoundly Harmful Effects on Freedom of Expression 

 

The Board’s argument, at its core, ignores trademark law’s requirement that 

confusion needs to be relevant confusion, not mere “confusion in the air.” Fortres 

Grand, 763 F.3d at 701; see also Radiance Foundation, Inc. v. N.A.A.C.P., 786 

F.3d 316, 327 (4th Cir. 2015) (“[T]rademark infringement is not designed to protect 

mark holders from consumer confusion about their positions on political or social 

issues. … Indignation is not confusion, at least not as pertains to trademark 

infringement, and at best the calls [to the plaintiff] demonstrated confusion as to 

the NAACP’s policy positions rather than any good or service. Policy stances are 

neither goods nor services ….”) (cleaned up); Bosley, 403 F.3d at 677; Accuride 

Int'l, Inc. v. Accuride Corp., 871 F.2d 1531, 1535 & n. 5 (9th Cir. 1989) 

(explaining that likelihood of confusion analysis must remain focused “upon 

confusion in the marketplace, as opposed to generalized public confusion”).  

Even if we ignore all context and accept reasonable consumers might believe 

that Doe planned to “throw” parties “at ASU,” that is a far cry from claiming to be 
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sponsored by or affiliated with ASU in any trademark-relevant sense, any more 

than any other campus party infringes a trademark by identifying its location. Such 

an expansive claim is inconsistent with longstanding precedent rejecting claims 

that reference to a trademark owner suffices to infringe, in the absence of 

substantial consumer confusion about source or sponsorship. See International 

Order of Job’s Daughters v. Lindeburg & Co., 633 F.2d 912, 918 (9th Cir. 1980) 

(“Our jewelry, clothing, and cars are emblazoned with inscriptions showing the 

organizations we belong to, the schools we attend, the landmarks we have visited, 

the sports teams we support, the beverages we imbibe. Although these inscriptions 

frequently include names and emblems that are also used as collective marks or 

trademarks, it would be naive to conclude that the name or emblem is desired 

because consumers believe that the product somehow originated with or was 

sponsored by the organization the name or emblem signifies.”). 

ASU repeatedly conflates discussion or mention of ASU with a false claim 

of endorsement by ASU, a position that would allow it to maintain trademark 

infringement lawsuits against the thousands of people and institutions on Twitter 

and Instagram who use the #asu or #arizonastateuniversity hashtag referentially or 

even those who put their alma mater on their LinkedIn resumes. See, e.g., Board 

Br. at 24 (“Doe repeatedly tagged certain posts with ‘Arizona State University,’ 

thereby reinforcing the false association with ASU.”). The Board’s position in this 
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case suggests that its students and employees are infringing its trademark when 

they identify themselves and speak in public unless ASU officially agrees with 

what they say.  

It is particularly troublesome for an institution of the state to sue a private 

party for taking its name in vain. See Renna v. County of Union, 88 F.Supp.3d 310, 

322 (D.N.J. 2014) (“[T]rademark law is not the solution to that problem [that the 

state entity feels misrepresented]; “trademark infringement protects only against 

mistaken purchasing decisions and not against confusion generally”) (citing 

Bosley, 403 F.3d at 677). As the Renna court explained, relying on this Court’s 

precedents:  

In short, a private company cannot shut down criticism or quash inaccurate 
information by prohibiting the use of its trademarked name. It must content 
itself with, for example, corrective public statements of its own, or an action 
for libel with respect to false statements. 
When the supposedly aggrieved party is not a company but a governmental 
body, the [MCA, 296 F.3d at 900–01] concerns [for free expression] are writ 
large. In general, the First Amendment imposes more stringent limitations 
on the government's ability to restrain expression.  Renna cogently contends 
that the County’s assertion of trademark rights gives rise to a substantial 
First Amendment issue. … 
 

Id. at 323; cf. Gerlich v. Leath, 861 F.3d 697, 701 (8th Cir. 2017) (public 

university engaged in unconstitutional viewpoint discrimination by asserting 

trademark rights to stop student organization of which it disapproved while 

allowing other student organization uses). 
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ASU’s academic freedom policy recognizes the freedom even of higher-

profile employees such as professors to take positions that the university itself does 

not endorse, because ASU’s non-litigation policies respect both freedom of speech 

and the public’s ability to distinguish official policy from individual belief.  See 

ACD 201: Academic Freedom, https://www.asu.edu/aad/manuals/acd/acd201.html 

(effective Mar. 31, 1969); Adoption of Chicago Statement of Freedom of 

Expression, https://provost.asu.edu/adoption-chicago-statement-freedom-

expression (“In a word, the University’s fundamental commitment is to the 

principle that debate or deliberation may not be suppressed because the ideas put 

forth are thought by some or even by most members of the University community 

to be offensive, unwise, immoral, or wrong-headed. It is for the individual 

members of the University community, not for the University as an institution, to 

make those judgments for themselves, and to act on those judgments not by 

seeking to suppress speech, but by openly and vigorously contesting the ideas that 

they oppose.  To this end, the University has a solemn responsibility not only to 

promote a lively and fearless freedom of debate and deliberation, but also to 

protect that freedom when others attempt to restrict it.”). This Court should take 

the University’s academic freedom policy at its word. 
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III. The False Advertising Claim Fares No Better 

If Doe’s use of the ASU mark is protected by the First Amendment when the 

claim is framed in trademark terms, as it must be, then merely changing the label 

of the cause of action cannot be enough to circumvent the First Amendment.  Cf. 

Parks LLC v. Tyson Foods, Inc., 863 F.3d 220, 227 (3d Cir. 2017) (rejecting false 

advertising claim that “depend[ed] upon the purported false association between 

[defendant’s] brand and [plaintiff’s] mark”).4 The Board cannot repackage 

reputational concerns under a different label to get around a speaker’s right to 

speak freely about the world. What the Board is really after is the right to control 

the use of its trademark in noncommercial speech.  

Indeed, false advertising has additional requirements not satisfied here, 

including that the challenged conduct be in “commercial advertising or 

promotion,” which Doe’s posts were not.  15 U.S.C. § 1125(a)(1)(B); see Ariix, 

LLC v. NutriSearch Corporation, 985 F.3d 1107, 1121 (9th Cir. 2021) 

(§1125(a)(1)(B) requires commercial speech by a defendant that is “part of an 

 
4 This result is consistent with the anti-evasion rules the Supreme Court has 
adopted in First Amendment cases. Hustler Magazine, Inc. v. Falwell, 485 U.S. 46, 
56 (1988) (holding that the First Amendment barred plaintiff’s intentional 
infliction of emotional distress claim, since it would have barred a defamation 
claim).  Courts have uniformly followed suit in looking to the spirit rather than the 
label of the claims in assessing whether alleged reputational harm can be redressed 
in light of the First Amendment. See, e.g., Unelko Corp. v. Rooney, 912 F.2d 1049, 
1057-58 (9th Cir. 1990) (applying this rationale to product disparagement, trade 
libel, and tortious interference). 
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organized campaign to penetrate the relevant market,” which typically involves 

“widespread dissemination within the relevant industry”) (citations omitted). False 

advertising also requires that the falsity or misleadingness be material to purchase 

decisions. Southland Sod Farms v. Stover Seed Co., 108 F.3d 1134, 1139 (9th Cir. 

1997); cf. Time Warner Cable, Inc. v. DirecTV, Inc., 497 F.3d 144, 160-61 (2d Cir. 

2007) (claims that are “obviously hyperbolic” are not actionable as false 

advertising). As anyone who has ever met a college student can recognize, whether 

ASU endorsed a party—much less an Instagram post—could not plausibly be 

material to their decision to read the post.  

IV. Accepting the Board’s Dilution Claim Would Be Unconstitutional 

The Board’s dilution claims can easily be disposed of.  As this Court has 

held with respect to both federal and Arizona law, “[w]hen the use of a mark is 

‘noncommercial,’ there can be no dilution by tarnishment.” VIP Products LLC v. 

Jack Daniel’s Properties, Inc., 953 F.3d 1170, 1176 (9th Cir. 2020); see also Ariz. 

Rev. Stat. Ann. § 44-1448.01 (“The owner of a mark that is famous in this state 

shall be entitled ... to an injunction against another person’s commercial use of a 

mark or trade name, if the use begins after the mark has become famous and causes 

dilution of the distinctive quality of the mark....”) (emphasis added). 

There is no reason to go further, and much reason to refrain: If dilution, 

which does not require confusion, were extended to cover nondefamatory 
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depictions in fully protected, nonadvertising speech, it would be unconstitutional.  

Fortunately, no new constitutional ruling is required:  State dilution laws, whether 

as a matter of constitutional avoidance or otherwise, cannot be interpreted more 

broadly than the federal law. Yankee Publ’g Inc. v. News America Publ’g Inc., 809 

F.Supp. 267, 282 (S.D.N.Y. 1992) (“[T]he same First Amendment considerations 

that limit a cause of action under the Lanham Act apply also to a cause of action 

under New York law.”); L.L. Bean, Inc. v. Drake Publishers, Inc., 811 F.2d 26, 32 

(1st Cir. 1987) (“It offends the Constitution ... to invoke the [Maine] anti-dilution 

statute as a basis for enjoining the noncommercial use of a trademark by a 

defendant engaged in a protected form of expression.”); Rin Tin Tin, Inc. v. First 

Look Studios, Inc., 671 F. Supp. 2d 893, 902 (S.D. Tex. 2009) (“[W]here the First 

Amendment applies to protect titles and works from federal claims of confusion 

and dilution, it also extends to state-based claims of infringement, dilution, and 

unfair competition.”); see also, e.g., AM General LLC v. Activision Blizzard, Inc., 

450 F. Supp. 3d 467, 486 (S.D.N.Y. 2020) (applying Rogers to federal and state 

dilution claims). 

Even as applied to commercial speech, dilution’s restraints on truthful, 

nonmisleading speech are constitutionally suspect because dilution does not protect 

consumers and competitors against deception, but rather privileges a trademark 

owner’s preferred meaning for its marks.  As Laura Heymann puts it: 
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A dilution action essentially argues . . . ‘[W]e have spent a lot of money and 
effort on telling consumers what they should think about our brand, and the 
defendant’s activities have caused them to think something different.’ . . . 
The brand owner, in other words, is claiming a right to the exclusive mental 
association with the brand in the minds of the public. 
 

Laura A. Heymann, Metabranding and Intermediation: A Response to Professor 

Fleischer, 12 Harv. Negot. L. Rev. 201, 218–19 (2007). 

Matal v. Tam, 137 S. Ct. 1744 (2017), held that the prohibition on 

registering disparaging trademarks constituted unconstitutional viewpoint 

discrimination.  Dilution by tarnishment is the exact same type of “happy talk” 

provision as the Court struck down, and dilution by blurring is highly similar.  

Mark P. McKenna, Dilution and Free Speech in the U.S., Reprise, 

https://papers.ssrn.com/sol3/papers.cfm?abstract_id=3352090 (visited Jan. 13, 

2022); Rebecca Tushnet, Gone in 60 Milliseconds: Trademark Law and Cognitive 

Science, 86 Tex. L. Rev. 507, 554-58 (2008). 

Absent an interest in preventing commercial deception, the appropriate 

standard for evaluating claims to control the content of speech is strict scrutiny. 

See Sarver v. Chartier, 813 F.3d 891 (9th Cir. 2016) (applying strict scrutiny to 

preclude right of publicity claim—which like dilution regulates speech in the 

absence of confusion—against a movie).  Dilution law lacks a compelling or 

substantial interest in suppressing a message merely out of fear that it might lead 

audiences who are not confused to think differently, affecting the amount of 
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attention and goodwill a trademark can command.  Purely as a matter of 

constitutional avoidance, this Court should affirm the dismissal of the dilution 

claim. 

CONCLUSION 

This is not a case about whether an ASU student could be academically 

sanctioned for having or attempting to have an actual party in violation of ASU 

safety rules, though even then the student would not have been violating trademark 

law. Instead, this is a case in which ridiculous online bloviating was, unfortunately, 

met by an equally ridiculous lawsuit.  This Court should reject this attempt to 

overturn its precedents and to allow a state actor to suppress noncommercial 

speech. 
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